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Urgent O For Review □ Please Comment □ Please Reply □ Please Recycle 



Dear Mr. Dunn: 

As you suggested, I am forwarding a complete replacement copy of the papers filed in the above 
reissue application on July 9, 2004 to you as well as to the central USPTO fax number. You wiU 
recall that the Examiner has allowed the application, but the filed papers are missing. A date 
stamped receipt is also enclosed. 

In your review, you found that the $420 fee for a two month extension of time has teeopud o£ 
accounted for. Therefore, to avoid confusion and possible inadvertent double-charging ^ form PTO 
2038 (which was used to pay that fee) is not included. Additionally, as me filing included 
surrender of the issued patent, it is impossible to provide a replacement. However a copy of the 
paper submitting the deed, as well as photocopies of the outside front cover, as well as portions of 
the inside front cover and front page, are enclosed. 

As the 6 month statutory period for responding to the Final Action is August 1 1 , 2004, it would be 
£l P &l Z ^aPpLiate7if the Notice of Allowance shown on the PALM and PAIR systems were 
received priori that date. Although you suggested the possibility that the ^^Trf^ 
that applLnt has done everything possible to obtain, and has obtained, alowancc of ^the 
application in response to the Final Action, and that additaonal time may be ^ ted t ^ e ^3 
Programs Examiner finds an error, applicant prefers to have the matter resolved w,thout reaching 
such a situation after expiration of the statutory period.. 

Please let us know if there is anything else we can do on applicant's behalf in order to expedite the 
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*S U.3. DEPARTMENT OF COMMERCE 



duction Act of 1995, r> 



Attorney Docket No. 041-1714BRI 

Certificate of Transmission under 37 CFR 1.8 



I hereby certify that this correspondence Is being facsimile transmitted to the United 
States Patent and Trademark Office 



on August 5,2004 



Date 




Signature 



Israel Gopstein, Reg. No. 27,333 



— Typed or printed name of person of signing Certificate 

Note: Each paper must have its own certificate of transmission, or this certificate 

must identify each submitted paper. n .... na/^n ata. 

Touted herew «** fnllovnn^ vo ?™ ™™ in Application Senal No. 09/671,674. 



Included he w n are me muvwmit f ~~. , ~- -rr- 

1) Submission Of Replacement Papers In Allowed Reissue Application (3 pages), 

2) Copies of papers previously filed, including: 

a) a date stamped confirmation card confirming previous receipt of the papers provided herein by 

the US Patent and Trademark Office (1 pg). 

b) a transmittal sheet identifying the filing and providing a fee computation and authorization (1 pg); 

c) a petition for extension of time (1 pg); 

d) a paper entitled "Surrender of Patent" along with a copy of the outside cover sheet (as well as 

portions of the inside cover and the front page) of original patent deed 5,815.293 (3 pgs); 

e) a paper entitled "Submission of Supplemental Declaration' along with a supplemental 

declaration submitted by applicants (5 pgs); and 
0 a Response to Final Action with Amendment and Traverse" (19 pgs). 



. . , ~ . „, . h( . nafH tf. ,(« nubile whfcli Is to file (and by the USPTO to 
i n» couecoon ,n,u„,»«,.< Is required by 37 CFR 1.8. The HnMbi * to °J* B T ' n E S'rfon Tooted to teka £» minute, to cornets, Includlna 



If you need 



. In completing the form, caff 1-800.PTO-9199 and select option 2. 
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Docket No.: 041-1714BRI PATENT 

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 

In re Reissue Application for 

U.S. Patent 5,81533 



Group Art Unit: 2872 
Examiner: JUBA JR., JOHN 



Yoshiaki KOMMA etal. 

Serial No. 09/671,674 

Filed: September 27, 2000 

For- COMPOUND OBJECTIVE LENS FOR OPTICAL DISKS HAVING 
DIFFERENT THICKNESSES 

RITRMTSSION OF REPLACEMENT PAPERS 
TN AT T OWED RFJSSUE APP LICATION 

Commissioner for Patents 
P.O. Box 1450 
Alexandria, VA 22313-1450 

Sir: 

Pursuant to a request by Supervisory Patent Examiner Dunn during a 
telephone conference on August 5, 2004, summarized below, applicant submits 
herewith duplicates to replace papers hand-carried to the USPTO on July 9, 2004, 
and apparently misplaced thereafter. 

Enclosed are: 

1) A date stamped caTd confirming receipt of an amendment, a 
supplemental declaration, a petition for extension of time with payment 
of $420 therefor, and the original deed of issued patent 5,81 5,293; 

2) A copy of a transmittal sheet identifying the filing and providing a fee 
computation and authorization; 
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3) Acopyofapetitionforexten S mnoftime(formPTO2038r e ferenced 
therein is not enclosed, as the fee of $420 was paid and accounted for on 
July 12, 2004, as confirmed by Mr. Dunn); 

4) A copy of a paper entitled "Surrender of Patent" along with a copy of 
the outside cover sheet (as well as portions of the inside cover and the 
front page) of original patent deed 5,81 5,293; |T , 

5) A copy of a paper entitled "Submission of Supplemental Declaration" 
along with a supplemental declaration submitted by applicants; and 

6) A copy of a Response to Final Action with Amendment and Traverse. 
During the aforementioned discussion with Examiner Dunn, Mr. Dunn 

noted that the PALM system shows the application as having been allowed, but 

does not show the papers filed by applicants subsequent to the Information 

Disclosure Statement, which was filed April 8, 2004. 

Therefore, in order to complete the record and to expedite review by the 

Special Programs Examiner, the complete set of papers filed on July 9, 2004 is 
enclosed herewith. 

It is noted that these papers were hand carried by the undersigned to 
Examiner Juba, who received and reviewed the same and personally stamped the 
confirmation receipt. It appears, however, that the date stamp used on that date had 
not been properly set, as the stamp on the confirmation receipt shows a date of 
July 7, rather than July 9. It is believed that the missing papers were also stamped 
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Serial No. 09/671,674 



Submission of Replacement Papers 



with the date of July 7, 2004, and that the PALM system similarly may show a 
filing date of July 7, 2004 for the papers. 

However, undersigned attorney of record courteously notes that, in fact, tr 
papers were provided to, and accepted on behalf of, the USPTO on July 9, 2004. 

In view of allowance of the application by t he Examiner on July 15, 2004 
it is requested that the Notice ; o.f Allowance and Notice of Allowability be mailec 



1750 K Street, N.W. Suite 600 
Washington, D.C. 20006 
(202) 835-1111 
(202) 835-1755 (fax) 
Date: August 5, 2004 
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ISRAEL GOPSTEIN 
ATTORNEY AT LAW 

Ser./Pat.No. OW 671.674 
Appllcant(s):_YoshM 



JUL-7| 



DOCKET NO: 041-1714BRI 

THEUS^t^A^RADEMA^K'^E^ 
[X] Amendment/Response " 
[ J Appeal Brief (triplicate) 
[ ] Assignment 

I ] Certificate of Correction. Req. 
[ J Change of Address 
[ ] Claim of Priority 
[ X ] Supplemental Declaration 
[ ] Drawing Revisions, Request 
[ x ] Extension of Time, Petition 
[ ] Filing Reel, Req. for Corr. 

[ ] Formal Dwgs. {# of sheets_) 

[ ] Info. Disc. StmntVRefa/1449 $__ 

[ ] Issue Fee $ 

[ ] Malntentance Fee ( yr.) $ 

(vl fii-rmnrtpf of Issued Patent RB1S.293 with ORIGINAL DEED 



^.^WLEDGES RECEIPT OF: 
[ JMiss. Pts. RespVw. Decl.$ 



J;e of Appeal 
Hearing. Req. 

| JRefund, Request for 

[ JReply Brief (triplicate) 

Nofe8 [ JRestrict/Elect.. Resp. 

S 420.00 I 1 Revoke Power/Atty. & 

s * New Appointment 

— ~~ " - 10 mA ll Cnflfu Qtmnl 



[ ]Small Entity Stmnt. 
[ )Status Inquiry » 
[ JTermlnal Disclaimer 



No fee 
No fee 
No fee 
No fee 
No fee 

No fee 



[ X ]FORM PTO 2038 S 420.00 
[ ]CHECKNO. $_ 



1 ] CHARGE TO DEP. ACCT. NO. _ 

Filed by: Attv/Sec. IGI Today's date: 7/9/2004 
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P o^ fNo04l-1714BRI^ unjted states pAT£NT AND TRADEMAR K OFFICE 



©©FY 



Group Art Unit: 2872 
Examiner: JUBA Jr. JOHN 



in re REISSUE Application for U.S. Patent 5,815,293 
Yoshiaki KOMMA et al 
Serial No, 09/671,674 
Filed : September 27, 2000 
For: COMPOUND OBJECTIVE LENS FOR OPTICAL DISKS HAVING DIFFERENT THICKNESSES 

COMMISSIONER FOR PATENTS 
P.O. Box 1450 
Alexandria, VA 22313-1450 



Transmitted herewith is a RESPONSE TO 
identified application. 



FINAL ACTION WITH AMENDMENT AND TRAVERSE in the above 



[ ] No additional fee is required. established by a verified statement 

[ ] Small entity status of this application under 37 utK. i.y ana i-* 



' issued Patent; and 4) Supplemental Declaration 




The fee has b een calculated as sn0 ^ b g° w: 
CLAIMS 



HIGHEST 
PREVIOUSLY 
PAID FOR 



EXTRA 
CLAIMS 



Fee for extension of time 



TOTAL FEE DUE 



$ 0.00 
S 0.00 



S420.00 
$420.00 



[ X ] Form 2038 authorizing payment in die amount ^^^^^^^f^itional fees associated with this communication or 

of extra claimTand any patent application processuig fees under 37 CFR 1.17. 

Respectfully submitted, 
CLARK^jS? BRODY 



1750 K Street, N.W. Suite 600 
Washington, D.C. 20006 
Date: July 9, 2004 




(202) 835- nil 
(202) 835-1755 (rax) 
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PATENT 

Docket No.: 041-1714BRI 

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 
InreREISSUEAppUcationfor : U.S. Patent 5,815,293 ^ 

Group Art Unit: 2872 
Examiner: JUBA JR., JOHN 



Yoshiaki KOMMA et al. 
Serial No. 09/671,674 
Filed: September 27, 2000 



For COMPOUND OBJECTIVE LENS FOR OPTICAL DISKS HAVING 
DIFFERENT THICKNESSES, as amended 

|ypTTTTrn>j EXTENSION OF TIM E 



Commissioner for Patents 
P.O. Box 1450 
Alexandria, VA 22313-1450 



Sir: 



Applicants petition the Commissioner for Patents to extend the time for response 
to the Office Action mailed February 11, 2004, for TWO months, to JULY 11. 2004. 

Enclosed Form PTO 2038 covers the fee of $420.00 for the extension of time. 
Any deficiency or overpayment should be charged or credited to Deposit Account No : 



50-1088. 



Respectfully submitted, 
CLARK^fe BRODY 




1 Gopstein 
Registration No. 27,333 



1750 K Street, N.W. Suite 600 
Washington, D.C. 20006 
(202) 835-1111 
(202) 835-1755 (fax) 

Date: July 9, 2004 
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Docket No.: 041-1714BRI ^ 

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 
In re REISSUE Application for : U.S. Patent 5,8 15,293 

„, A . , Group Art Unit: 2872 

Yoshiaki KOMMA et al. • urou P 

«.,xt no/«7ifi74 = Examiner: JUBA JR., JOHN 

Serial No- 09/671,674 

Filed: September 27, 2000 : 

For COMPOUND OBJECTIVE LENS FOR OPTICAL DISKS HAVING 
DIFFERENT THICKNESSES, as amended 

eTrron^MTWT? CIV PATENT 

Commissioner for Patents 
P.O. Box 1450 
Alexandria, VA 22313-1450 

Sir: 

Applicants hereby surrender the above identified patent, reissue of which is 
courteouslyrequested in accordance with the accompanying Response to a final action in 
Reissue Application serial number 09/671,674. 

The original deed of U.S. Patent 5,815.293 is enclosed herewith as required under 

37 CFR 1.178. 

Respectfully submitted, 
CLARK &BRODY 



1750 K Street, N.W. Suite 600 
Washington, D.C. 20006 
(202)835-1111 
(202) 835-1755 (fax) 
Date: July 9, 2004 
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■ 9fde 
^United 
States 




The Commissioner of 
Patents and Trademarks 

Has received an application for a patent for a 
new andusefiil invention. The title and descrip- 
tion of the invention are enclosed. The require- 
ments of law have been complied with and it 
has been determined that a patent on the in- 
vention shall be granted under the Haw. 

Therefore, this 

United States Patent 

Grants to the person(s) having title to this patent 
the right to exclude others from making, using, 
offering for sale, or selling the invention 
throughout the United States of America or im- 
porting the invention into the United States of 
America for the term set forth below, subject to 
the payment of maintenance fees as provided 
bylaw. 

If this application was filed prior to June 8, 
1995, the term of this patent is the longer of 
seventeen years from the date of grant of this 
patent or twenty years from the earliest effec- 
tive US. filing date of the application, subject 
to any statutory extension. 
If this application was filed on or after June 8, 
1995, the term of this patent is twenty years from 
the U.S. filing date, subject to any statutory ex- 
tension. If the application contains a specific 
reference to an earlier filed application or ap- 
plications under 35 U.S.C. 120, 121 or 365(c), 
the term of the patent is twenty years from the 
date on which the earliest application was filed, 
subject to any statutory extension. 



(/bet IcJ**-^ 

Commiuioncr of Patents and Trademark 
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Docket No.: 041 -1714BRI 

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 



U.S. Patent 5,815,293 
Group Art Unit: 2872 
Examiner: JUBA JR., JOHN 



In re REISSUE Application for 

Yoshiaki KOMMA et al. 

Serial No. 09/671,674 

Filed: September 27, 2000 

For: COMPOUND OBJECTIVE. LENS FOR OPTICAL DISKS HAVING 
DIFFERENT THICKNESSES, as amended 

SUBMISSION OF SUPPLEMENTA L DECLARATION 

Commissioner for Patents 
P.O. Box 1450 
Alexandria, VA 223 1 3-1450 

Sir: 

As required by the Examiner in the pending Official Action, the patentees provide 
herewith a Supplemental Declaration, identifying (at paragraph 7 of page 3) the drawing 
changes and (at paragraphs 8 and 9) any other changes made in the patent. 

It is respectfully submitted that, in view of the Supplemental Declaration provided 
herewith, the original patent surrendered herewith, and the Response to the Official Action, 
reissue of the above identified patent is in order. 

The Examiner is requested to contact the undersigned by telephone if any questions 
should arise with respect to the accompanying Declaration. 

Respectfully submitted, 
CLARJ2& BRODY 




Israpf Gopstein 
registration No. 27,333 

1750 K Street, N.W. Suite 600 (202) 835-1111 

Washington, D.C. 20006 (202) 835-1755 (fax) 

Date: July 9, 2004 
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Serial No. 09/671,674 

Docket No. 041 -1714BRI 
REISSUE APPLICATION 

SUPPLEMENTAL DECLARATION BY INVENTOR 

As a below named inventor, I hereby declare that: 

My residence, post office address and citizenship are stated below next to my name. 

1 Relieve I am the original, first and sole inventor (if only one name is listed below) or an 

S^r^T nTSKS H >vtMr, DIFFERENT THTCKN ESSES, 
the specification of which 

i i^f^^r 27. 2000 as reissue application number Og / and was 

™ ™»- "°™ mber 12J^ P^rnhrr 6 m.rt on the date of flun g 

the present S upplemental Declaration.. 

I have reviewed and understand the contents of the above identified specification, including the 
claims, as amended by any amendment referred to above. 

I acknowledge the duty to disclose information which is material to patentability as defined in 
37CFR1.56. 

I verily believe the original patent to be wholly or partly inoperative or invalid, for the reasons 
described below. (Check all boxes that apply.) 

patent 

□ by reason of other errors. 

At least one error upon which reissue is based is described as follows: 
toTaxnent^ features of the invention in the breadth to wheh they are entitled. 

diffraction limits. 
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w Page 2 

Reissue Oath, U.S. Patent 5*1 5.293 

iltatated by thicknesses Tl andT2 of two lands of optical disks. 

We.topatcn.ecs.hav^es^datcoLS >>^»<^£j^S' 
sotutiontoaproblema^gf^ 

smaller. 

t^erbeUeveuiaUn — ^^^"ZtZ^^ 
simultaneouslycontrollir*^ 

plural focal points at different distances. 
^ebeUevethatthe^^^^ 

to the inventive concept of providing a " °P» C ^ J^S Snces, as this feature of the 

distances (thicknesses Tl and T2) that are not equal to each other. 
Althoughissuedc^ 

converged at focal points posted «^gT ^ mi ^ whic h a numerical aperture 
a diffraction limit and ... at a second distance T2 (Tl ^T2) ana m 

the features of claim 14 to obtain allowance thereof, 
^yf.rtherbe^^ 

expressed by recitation of a compound 0 ^ v ^ n X^ lens £ divided into a 
point on an information plane through a layer, ^ereintte region mb ^ 
plurality of regions including at tout both ^^S^SS of the lens, the first 
Jegionof the lens depending on differences ^^^^^^l^m^^ 
region beinglocated farther ^f^f^^^^^p^^v^ 
region being optimized so that ^JS^T^iSSio T2 from the surface of the 
through a second layer on an 'ff^^^^^ bein g optimized so that the lens 
second layer, and both ^ ^^JESS a focS point through a first 

?£ron^ 
the first layer." 
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' Reissue Oath, U.S. Patent ^ 5.293 W Page 3 

I further believe that, in one particular mode of the invention, NA1>NA2 and T1<T2. 
However during the prosecution of the issued patent, Applicants Tailed to submit a date directly 

I therefore beheve that, for this reason, the patent should be reissued. 

The issued patent is farther partially defective because a number of claims pending therein were 
^S^S^^^^ over prior art, and although the chums had been 
identified by the examiner as being linked to the issued claims. 

art. I tm JL **«-. - wen - J £^ 

examined and allowed upon finding issued claim 1 allowable over the pnor art. 

I therefore also submit herewith various claims corresponding to various of the cancelled claims. 

I further believe that the issued patent is partially defective because of a drawing f™™**** 
1££ Twhe^n reference numerals 26 A and 26B were inadverteMy interchanged, wtuch error 
is corrected by an amended drawing sheet filed November 12, 2003. 

All errors corrected in this reissue application arose without any deceptive intention on the part 
of the applicants. 

Every error corrected in this reissue application which is not covered by a prior djdmticm 
submitted in the application arose without any deceptive intention on the part of the applicants. 

As a named inventor, I hereby appoint the following attomey(s) and/or agent(s) to prosecute this 
appSn and transact all biiness in the Patent and Trademark Office connected therewith. 

Matnw fB) and Registr ation Number(s) 

Israel Gopstein, Esq. 27,333 

Correspondence Address: 
• •' Direct all communications about the application to: 

Israel Gopstein, Esq. 
Clark & Brody 
1750 K Street, N.W. 
Suite 600 

Washington, D.C. 2006 ^ (202)835 . ml 

Fax: (202) 835-1755 
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Reissue Oath, U.S. Patent 5,815,293 Page 4 



I hereby claim foreign priority benefits under Title 35, United States Code, Section 1 19 of any 
foreign application(s) for patent or inventor's certificate listed below and have also identified 
below a«y foreign application for patent or inventor's certificate having a filing date before that 
of the application on which priority is claimed: 

Prior Foreign Application(s) ' Priority Claimed 

Application No. Country Day/Month/ Year filed Yes No 

5-1,4432 JAPAN 1 FEBRUARY, 1993 □ 

5-193353 JAPAN 4 AUGUST 1993 

I hereby declare that all statements made herein of my own knowledge are true and that all 
statements made on information and belief are believed to be true; and further that these 
statements were made with the knowledge that willful false statements and the like so made are 
punishable by fine and imprisonment, or both, under 18 U.S.C. 1001, and that such willful false 
statements may jeopardize the validity of the application, any patent issuing thereon, or any 
patent to which this declaration is directed. 

YoshiBki KOMMA 

Full name of sole or first inventor (given name, family name) 



/ y^JL*A:. 74r^ *™ ^ 2004 



Inventor's signature 
Osaka, JAPAN 



36-7, Kuzuhamentori-«bo 1-chome, Hirakata-shi, Osaka, JAPAN Japanese 
Post Office Address Citizenship 

Sadao MIZUNO 

Full name of second joint inventor (given name, family name) 

'Scx^JUih <r ?ni2^t*<lP~-~ June- 16, 2004 

Inventor's signature Date 

Osaka, JAPAN 

Residence 

2-22-10, Shirakawa, Ibaraki-sbi, Osaka, JAPAN Japanese 
Post Office Address Citizenship 
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IN THE CLAIMS 



Please rewrite Claims 133, 136, 154 and 157 as shown herein. 

1 1 33. {Amended^ A compound objective lens, comp rising a region to produce a 

2 focal point on an information plane through a la yer, wherein 

3 the region of the lens is divided into a plurality of r egions including at least both 

4 of a first region and a second region bv dividing th e region of the lens depending. 

5 on differences in a distance from an optical axis of the lens. 

6 the first region being located at a position farther fr om the optical axis than a 

7 position of the second region, 

g the second region being optimized so that the lens h as a numerical aperture NA2 

9 to produce a focal point through a second layer on an information plane placed at a 

10 distance T2 from a surface of the second layer, and 

11 hoth of the first region and the second region being optimized so that the lens has 

12 a numerical anerture NA1 (NA1 is not equal to NA2t to produce a focal point through a 

13 first layer on an information plane placed at a distance Tl ( Tl is not equal to T2) from 

14 the surface of the first layer. 

15 wherein the compound objective lens has a first convex surface and a second 



16 convex surface opposite to each other, for receiving a beam of incident light of one 

17 particular wavelength passing through the optical axis at the first convex surface, and the 

18 compound objective lens refracts the beam of incident light and emits a beam of refracted. 

19 light from the second convex surface, and 

20 the region of the lens receives the beam of incident light not vet refracted by the 

21 lens, and generates from the incident light a plurali ty of beams of divided light, and 
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Docket No.: 041-1714BRI (^C^lF^ U 

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 




PATENT 



In re REISSUE Application for 



U.S. Patent 5,815,293 



Yoshiaki KOMMA et al. 



Group Art Unit: 2872 



Serial No. 09/671,674 



Examiner: JUBA JR., JOHN 



Filed: September 27, 2000 : 

For COMPOUND OBJECTIVE LENS FOR OPTICAL DISKS HAVING 
DIFFERENT THICKNESSES, as amended 

RESPONSE TO FINAL ACTION WITH AMENDMEN T AND TRAVERSE 

Commissioner for Patents 
P.O. Box 1450 
Alexandria, VA 22313-1450 



The following amendment and remarks are presented in response to the 
Final Official Action dated February 11, 2004, as twice extended herein. 

An Amendment of the Claims is presented on page 2 of this paper. 

The Status of the Claims, as required by the provisions of 37 CFR 
1.1 73(c), is presented on page 6 of this paper. It is noted that, as set forth at 37 
CFR 1.121(a), the provisions of 37 CFR 1.121 are applicable to "Amendments in 
applications, other than reissue applications .. ." and, inasmuch as One present 
ap plication i<s a reissue avvlication, the provisions of 37 CFR 1.121 are not 
applicable thereto. 

Support for Claim Changes is exemplified by a statement provided on 
page 7 of this paper. 

Remarks supporting entry of the amendment and allowance of the 
application begin at page 8 of this paper. 
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22 generates a plurality of focal points which are placed on the optical axis on a side facing 

23 the second convex surface. 

1 1 36 famendedV A compound objective l ens according to claim 134, in which the 

2 o ptical relief is provided on a side of the c o mpound objective lens opposite to an optical 

3 disk. 

1 1 54. ( Amended) An optical head apparatus for performing at least one of 

2 recording and reproduction of pieces of informati o n on and from an optical disk placed to 

3 face the optical head apparatus, comprising 

4 (j) an optical source for radiating a light beam; and 

5 rm a compound objective lens receiving the light b eam and comprising a region 

6 to produce a focal point on an information plane through a layer, wherein 

7 the region of the lens is divided into a plurality of regions includin g at least both 

8 of a first region and a second region by dividing the region of the lens d epending 

9 on differences in a distance from an optical axis of the lens, 

10 the first region being located at a position farther from the o ptical axis than a 

11 position of the second region. 

12 the second region being optimized so that the lens has a num erical aperture NA2 

13 to produce a focal point through a second laver on an information plane placed at a 

14 distance T2 from a surface of the second layer, and 

15 both of the first region and the second region being optimiz ed so that the lens has 

16 a numerical aperture NA1 fNAl is not equal to NA2) to produce a foca l point through a 
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17 first laver on an information plane, nlaced at a distance Tl (T1 is not equal to T2) from 

18 the surface of the first laver. 

19 wherein the co m pound objective lens has a first convex surface and a second 

20 convex surface opposite to each other, fo r receiving a beam of incident light of one 

21 particular wavelength passing through the op t ical axis at the first convex surface, and the , 

22 compound objective lens refracts the beam o f incident light and emits abeam of refracted 

23 light from the second convex surface, and 

24 the region of the lens receives the beam of incident light not vet refracted by the 

25 lens, and generates from the incident lig h t a plurality of beams of divided light, and 

26 generates a plurality of focal points which are pla c ed on the optical axis on a side facing 

27 the second convex surface. 



1 157. (Amended") An optical disk apparatus, comprising; 

2 CD an optical head apparatus for performing at least one of recording and 

3 reproduction of pieces of information on and from an optical disk placed to face the 

4 optical head apparatus, comprising: 

5 IT) an optical source for radiating a light beam; and 

6 (ii) a compound objective lens receiving the light beam and comprising: 

7 a region to produce a focal point on an information plane through a laver. wherein 

8 the region of the lens is divided into a plurality of regions i ncluding at least both 

9 of a first region and a second region by dividing the region of the lens depending 

10 on differences in a distance from an optical axis of the lens, 

11 the first region being located at a position farther from the optical axis than a 

12 position of the second region. 
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13 the second region being optimized so that the lens has a numerical aperture NA2 

14 to produce a fo cal point through a second l aver on an information plane placed at a 

15 distance T2 from a surface of the seco nd laver, and 

16 both of the first region and the second region being op timized so that the lens has 

17 a numerical aperture NA1 fNAl is not equ a l to NA2^> to produce a focal point through j 

18 first laver on an information nlane placed a t a distance Tl <T1 is not equal to T2) from 

19 the surface of the first laver. and 

20 wherein the compound objective lens ha s a first convex surface and a second 

21 convex surface opposite to each other, for receivin g a beam of incident light of one 

22 particular wavelength passing through the o ntical axis at the first convex surface, and the 

23 com pound objective lens refracts the beam of incident light and emits a beam of refracted 

24 light from the second convex surface, and 

25 the region of the lens receives the beam of incident light not vet refracted by the 

26 lens, and generates from the incident light a plurali ty of beams of divided light and 

27 generates a plurality of focal points which are placed on the optical axis on a side facing 

28 the second convex surface: 

29 (2) a moving apparatus for moving the optical h ead apparatus; and 

30 (3) a rotating apparatus for rotating the optical disk. 
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Status of the Claims 
Having made the foregoing amendment in accordance with the provisions 
of 37 CFR 1 .173(b)(2), in accordance with the provisions of 1.173 (c) applicants 
supply herewith 

"the status (i.e., pending or canceled), as of the date of the amendment, of all 
patent claims and of all added claims, and an explanation of the support in the 
disclosure of the patent for the changes made to the claims." 

More specifically: 

Patent claims 1-18 are pending; 

added claims 19-85 are pending 

added claims 86-87 were canceled 

added claim 88 is pending 

added claims 89-91 were cancelled 

added claims 92-93 are pending 

added claims 94-1 12 were canceled 

added claim 1 13 is pending 

added claim 1 14 was canceled 

added claim 1 1 5 is pending 

added claims 116-121 were canceled 

added claims 122-123 are pending 

added claimsl24-125 were canceled 

added claim 126 is pending 

added claim 127 was canceled 

added claim 128 is pending 

added claims 129-130 were canceled 

and added claims 131 - 159 are pending. 
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Support for Claim Changes 

In accordance with the requirement of 37 CFR 1.173(c), the following 
statement provides an explanation of the support in the disclosure of the patent for 
the changes made to the claims. 

It is respectfully submitted that support for the limitations added to claims 
1 53, 1 54 and 1 57 by the present amendment is clearly found in issued^cjaim 1 1 of 
the patent, as annotated and discussed (e.g., beginning at page 10) in the following 
Remarks. The Remarks identify the changes made in the added claims amended 
herein, and demonstrate that such changes relate to features recited in the issued 
patent claims, as particularly illustrated by claim 11. Inasmuch as the claims are 
part of the patent disclosure, it is further submitted that the foregoing provides the 
explanation of support as required by 37 CFR 1.173(c) and that no further 
explanation for these changes is thus required. 

The present change to claim 136 is provided in response to the Examiner's 
objection, to avoid a question of antecedence, and does not add any features to the 
claim. Therefore, support for the change is found in the pending Official Action. 
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REMARKS 

The present paper is filed in response to the Official Action dated February 
1 1, 2004, a Final Action, and to a subsequent interview conducted April 8, 2004 
with respect thereto. 

The courtesies extended by the Examiner during the aforementioned 
interview are noted with appreciation, as is the Examiner's care and detailed vV . m ,, , 
attention exercised in connection with the application. 

In view of the requirement set forth in form PTOL-41 3 summarizing the 
interview, applicant provides the following Statement of the Substance of the 
Interview. 

The Examiner's summary of the substance of the interview is substantially 
correct. It is noted that, during the interview the Examiner clarified his position 
with respect to the Declaration, particularly with respect to the assertion (at pages 
9-1 1 of the Action) that the second error identified in the Declaration "is not 
correctable error". The Examiner noted that this statement relates to the 
description beginning at the fourth full paragraph of page 3 of the Declaration. The 
Examiner further noted that it is not necessary to delete this portion of the 
Declaration when a Supplemental Declaration is filed to address any additional 
corrections. 

An appropriate Supplemental Declaration is accordingly filed herewith, 
referring to the drawings and to any other errors corrected during prosecution. 
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Additionally, during the interview it was noted that the invention realizes 
an object identified at col. 4, lines 53-57 of the reissue application and that claim 
133, as well as proposed amendments thereto, attain the same objective without 
the limitations added to claim 120 during prosecution of the issued patent as such 
limitations were not, and are not, required for patentability of claim 133. 

The Examiner clarified that, to the extent that the limitations in claim 1^.^ 
(or the proposed amendment thereto) do not include a recitation related to the "one 
wavelength" limitation, the claims would be treated as seeking to recapture 
surrendered subject matter and would be rejected. The Examiner further noted that 
the claims should include recitations of some features related to the list of five 
elements bridging pages 5-6 of the pending Action. 

At this point, applicants' attorney presented an analysis relating to the 
decision of the Board of Patent Appeals and Interferences in Ex Parte Eggert 
(cited in the pending Action), noting applicability of this decision to the facts of 
the claims presented in the present reissue application, and the difference between 
the more generalized decisions of the Court of Appeals for the Federal Circuit 
cited by the Examiner and the specific holding of the Board. 

However, the Examiner made it clear that, at the present level of 
prosecution, the interpretation given to the cited case law would continue, and that 
the Eggert decision would not be followed as controlling precedent, 
notwithstanding applicants' analysis. The Examiner stated that the pending claims 
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would thus continue to be rejected, whether or not such rejection might ultimately 
be reviewed by the same body which issued the Eggert decision. 

Accordingly, to expedite allowance and reissue in the event the Examiner 
continues to take the position set forth in the Action, the present amendment adds 
to claims 133, 154 and 157 the five features noted by the Examiner at pages 5-6 of 
the Action. .,;*>!* v. 

In order to clarify the nature of the amendment, as well as to demonstrate 
the support therefore identified at page 7 herein, the amended claims are presented 
herein in a different format, wherein the claims are marked to show (by 
underlining) the nature of the amendment from the previously submitted version 
of these claims: Moreover, in the following version the claims are annotated with 
bold faced italicized parenthetical identifiers (1) to (5), following bold faced 
recitations which correspond sequentially to each of the five features identified by 
the Examiner at pages 5-6 of the Office Action, as illustrated in similarly 
annotated claim 11 of the issued patent, which follows claim 157 in the following 
listing. 



1 133. (Currently Amended) A compound objective lens, comprising a region to 

2 produce a focal point on an information plane through a layer, wherein 

3 the region of the lens is divided into a plurality of regions including at least both 

4 of a first region and a second region by dividing the region of the lens depending on 

5 differences in a distance from an optical axis of the lens, 

6 the first region being located at a position farther from the optical axis than a 

7 position of the second region, 

8 the second region being optimized so that the lens has a numerical aperture NA2 

9 to produce a focal point through a second layer on an information plane placed at a 

10 distance T2 from a surface of the second layer, and 

1 1 both of the first region and the second region being optimized so that the lens has 

12 a numerical aperture NA1 (NA1 is not equal to NA2) to produce a focal point through a 
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13 first layer on an information plane placed at a distance Tl (Tl is not equal to T2) from 

1 4 the surface of the first layer, 

15 wherein the compound objective lens has a first convex surfac e and a second 

16 convex surface opposite to each other (3k for receiving a bea m of incident light of one 

17 particular wavelength (5) passing through the optical axis at t he first convex surface, 

18 and the compound objective lens refracts the beam of incident l ight and emits abeam of 

19 refracted light from the second convex surface, and 

20 the region of the lens receives the beam of incident light no t vet refracted by the 

21 lens (Ik and generates from the incident light a plurality of beams of divided light 

22 (2k and generates a plurality of focal points which are pl aced on the optical axis on a 

23 side facing the second convex surface (4) . 

1 136 (Currently amended). A compound objective lens according to claim 134, in 

2 which the optical relief is provided on a side of the compound objective lens opposite to 

3 [the] an optical disk. 

1 154. (Currently Amended) An optical head apparatus for perfoiroing at least one 

2 of recording and reproduction of pieces of information on and from an optical disk placed 

3 to face the optical head apparatus, comprising 

4 (i) an optical source for radiating a light beam; and 

5 (ii) a compound objective lens receiving the light beam and comprising a region 

6 to produce a focal point on an information plane through a layer, wherein 

7 the region of the lens is divided into a plurality of regions including at least both 

8 of a first region and a second region by dividing the region of the lens depending on 

9 differences in a distance from an optical axis of the lens, 

10 the first region being located at a position farther from the optical axis than a 

1 1 position of the second region, 

12 the second region being optimized so that the lens has a numerical aperture NA2 

13 to produce a focal point through a second layer on an information plane placed at a 

14 distance T2 from [the] a surface of the second layer, and 

15 both of the first region and the second region being optimized so that the lens has 

16 a numerical aperture NA1 (NA1 is not equal to NA2) to produce a focal point through a 

17 first layer on an information plane placed at a distance Tl (Tl is not equal to T2) from 

18 the surface of the first layer, 

19 wherein the compound objective lens has a first conve x surface and a second 

20 convex surface opposite to each other (3). for receiving a beam of inciden t light of one 

21 particular wavelength (5) passing through the optical axis at the first convex surface, 

22 and the compound objective lens refracts the beam of incid ent light and emits a beam of 

23 refracted light from the second convex surface, and , 

24 the region of the lens receives the beam of incident light not vet refracted bv the 

25 lens (Ik and generates from the incident light a plurality of beams o f divided light 

26 (2k and generates a plurality of focal points which a re placed on the optical axis on a 

27 side facing the second convex surface (4) . 

1 157. (Currently Amended) An optical disk apparatus, comprising; 

-11- 
PAGE 27/35 * RCVD AT 8/S/2004 4:29:48 PM [Eastern Daylight Time] • SVR:USPTO-EFXRF-3/25 • DNIS:2732312« CSID:240 3710700 ■ DURATION (mm-ss):13-52 



Copied from 10161417 on 10/27/2005 



88/85/2804 16:29 248-3710708 



GOPSTEIN PATENT 



PAGE 28/35 



Serial No. 09/67 1 ,674 Response to Official Action of February 1 1 , 2004 



2 (1) an optical head apparatus for performing at least one of recording and 

3 reproduction of pieces of information on and from an optical disk placed to face the 

4 optical head apparatus, comprising: 

5 (i) an optical source for radiating a light beam; and 

6 (ii) a compound objective lens receiving the light beam and comprising: 

7 a region to produce a focal point on an information plane through a layer, wherein 

8 the region of the lens is divided into a plurality of regions including at least both 

9 of a first region and a second region by dividing the region of the lens depending on 

1 0 differences in a distance from an optical axis of the lens, 

1 1 the first region being located at a position farther from the optical axis than a 

12 position of the second region, 

13 the second region being optimized so that the lens has a numerical aperture NA2 

14 to produce a focal point through a second layer on an information plane placed at a 

15 distance T2 from [the] a surface of the second layer, and 

1 6 both of the first region and the second region being optimized so that the lens has 

17 a numerical aperture NA1 (NA1 is not equal to NA2) to produce a focal point through a 

1 8 first layer on an information plane placed at a distance Tl (Tl is not equal to T2) from 

19 the surface of the first layer, and 

20 wherein the compound objective lens has a first convex surface and a second 

21 convex surface opposite to each other (3k for receiving a beam of incident light of one 

22 particular wavelength (5) passing through the optical axis at the first convex surface, 

23 and the compound objective lens refracts the beam of incident light and emits a beam of 

24 refracted light from the second convex surface, and 

25 the region of the lens receives the beam of incident light not vet refracted by the_ 

26 lens (Ik and generates from the incident light a plurality of beams of divided light 

27 (2k and generates a plurality of focal points which are placed on the optical axis ou a 

28 side facing the second convex surface (4k 

29 (2) a moving apparatus for moving the optical head apparatus; and 

30 (3) a rotating apparatus for rotating the optical disk. 



Issued Claim 1 1. A compound objective lens, comprising: 

lens means, having a first convex surface and a second convex surf ace opposite to 
each other (3), for receiving a beam of indent light of one particular wavelength (5) 
passing_through an optical axis at the first convex surface refracting the beam of incident 
light and emitting a beam of refracted light from the second convex surface; and 

plural focal point generating means for receiving the beam of the incident light 
not vet refracted by the lens means <7J, g enerating from the beam of incident light a 
plurality of beams of divided light including a first beam of divided lig ht and a second 
beam of divided light (2k converging the beams of divided light at a plurality of focal 
points which are placed on the optical axis on a side facing the secon d convex surface (4) 
of the lens means on condition that the first beam of divided light transmits through a first 
substrate and is converged on an information recording plane placed at a first distance Tl 
from a_ surface of the first substrate at a diffraction limit and that the second beam of 
divided light transmits through a second substrate and is converged on an information 
recording plane placed at a second distance T2 (T1/=T2) from a surface of die second 
substrate at a diffraction limit 
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in which the plural focal point generating means is a hologram generating from 
the incident light as the beams of divided light a plurality of beams of diffracted light 
having different diffraction orders 

in which a positional relationship between the lens means and hologram is fixed 
in which the hologram is formed on a lens surface of the lens means. 

Traverse and Request for Reconsideration 

In the pending Action, and again at the interview of April 8, 2004, the 
Examiner attempts to dismiss the holding in Ex Parte Eggert, Appeal No. 2001- 
0790 (Bd. Pat. App. & Inter. May 29, 2003), which is factually applicable to the 
present application. Instead, the Exarniner relies on the earlier decisions of the 
Federal Circuit in Pannu v. Storz Instruments Inc., 258 F.3d 1366, 59 USPQ2d 
1597, (Fed. Cir. 20.01) andln re Clement, 131 F.3d 1464, 45 USPQ2d 1161, (Fed. 
Cir. 1997), neither of which is related to the present situation. 

It is first noted that a fundamental issue in the present reissue application is 
whether the applicant is impermissibly attempting to recapture surrendered subject 
matter or whether applicant is attempting to correct an error during prosecution, 
which resulted in applying an overly narrowing limitation to the claim while 
failing to recognize that a less severe limitation, or an alternate limitation, would 
have sufficed to overcome the prior art rejection. 

More particularly, in the present situation the Examiner has admitted that 
the various claims rejected under the so-called recapture rule distinguish over the 
prior art. That is, the Examiner has effectively stated that the claims are narrower 
than claims rejected during prosecution of the issued patent, in an aspect related to 
the rejection (rejections under 35 USC 102 or 103 are rejections over prior art; 
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claims which distinguish over the prior art are thus narrower in an aspect related to 
such a rejection). 

Therefore, while the claims are broader than the issued claims in some 
aspect (indeed, the present application is a broadening reissue application), the 
claims are nonetheless narrower in an aspect which is not "completely unrelated to 
the rejection" applied during prosecution of the issued patent. 

As noted during the interview of April 8, 2004, . this is precisely the 
situation which the Board considered in Eggert and which is differentiated from 
the facts under Clement and Pannu. 

That is, the narrowed limitations added by applicants to the presented reissue 
claims admittedly distinguish over the prior art and are therefore germane to a prior art 
rejection. As such, the reissue claims are "narrower in an aspect germane to the prior art 
rejection", thus differing from the question raised in Clement, whether the narrower 
aspect is "completely unrelated to the rejection." The Examiner is courteously reminded 
that the Clement holding does not refer to relation of the narrower aspect to "subject 
matter". Instead, (as quoted by the Eggert board at pp. 26-7 and 43) in identifying a 
situation in which recapture does not bar a claim, the Clement Court stated that if the new 
claim is "as broad as or broader in an aspect germane to a prior art rejection, but 
narrower in another aspect completely unrelated to the rejection, the recapture rule bars 
the claim." 

Under Clement, the relation of the new claim limitation must be to the previous 
rejection, not to the previously surrendered, or previously added, subject matter. 
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Thus, the broadened and narrowed aspects are merely identified as such with 
respect to a prior art rejection. That is, if the reissue claim is narrowed in "another aspect 
completely unrelated to the refection" the claim is barred for an attempted recapture. 
However, if the narrowed addition is related to " the rejection" (i.e., to a prior art 
rejection), the claim does not seek recapture. This clearly differs from the interpretation 
provided in the Official Action, which asserts that the narrowed subject matter must be 
related to the surrendered subject matter . 

In other words, the Clement decision does not state, address or require anything of 
the added limitation relative to the "subject matter" of the originally added limitation, but 
only that die presently added limitation be narrower in an aspect which is not completely 
unrelated to the (original) rejection, as is clear from the court's earlier definition of the 
added breadth of the reissue claim as being "in an aspect germane to a prior art 
rejection ", and not "germane to a feature added to overcome a prior art rejection." 

It should thus be clear that the Official Action is not following either the 
Eggert or the Clement decision, but is instead interjecting its own narrower 
interpretation of the same, in barring a claim which adds a limitation that is quite 
clearly "related to the rejection" - i.e., fully addresses the prior art rejection by 
narrowing the canceled claim to differentiate from the prior art. 

Moreover, the Examiner's admission that the presented claims are 
distinguished over the prior art (and allowable but for alleged recapture) show's the 
claims to have been materially narrowed from the claims originally presented (and 
surrendered) during prosecution of the issued patent. This distinguishes the present 
situation from that considered in the decisions relied upon in the Action. 
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The foregoing is further illustrated by the following, wherein references to 
page numbers correspond to the pagination in the pdf file of the Eggert decision 
provided on the USPTO website 

The paragraph bridging pages 3-4 of the Action essentially repeats the 
argument raised in Eggert by the examiner, found at the last line of page 13 
through line 3 of page 14 and at the last 6 lines of page 19 of the Eggert decision. 
It is noted that precisely such an argument was rejected by the Eggert board. 
Moreover, at page 14, lines 4-8 of the Eggert decision, the Board also rejected the 
argument that substitution in the reissue application of one limitation for another is 
not correctable error under 35 USC 251. 

Fundamental to the Eggert decision is the definition provided by the Board 
for identifying what was the subject matter "previously surrendered". Eggert holds 
that what was surrendered was the subject of the cancelled claim, i.e., a claim 
pending prior to amendment, rather than the difference between that claim and a 
narrowed scope of the issued claim subsequent to an amendment. Such an 
approach reasonably permits correction of an erroneous, unduly narrowing, 
limitation which is added during prosecution when a lesser, or different, degree of 
narrowing would have sufficed. 

At page 5 of the Action, following consideration of the prosecution history 
of the patented file, the Examiner argues that "since Applicants argued the specific 
limitations, the underlined passages [identifying the limitations added to the 
claims] indeed represent subject matter that was surrendered to obtain a patent." A 
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similar position is taken at lines 6-12 of page 6 of the Action. However, such an 
argument is erroneous under the Eggert decision, as it clearly, corresponds to the 
per se rule taken by the examiner, and reversed by the Board, in Eggert (e.g., page 
14, lines 10-12). 

In fact, under EzgerU the Board quotes the Clement court (at page 25) and 
determines the surrendered subject matter by comparing the reissue claims with 
the canceled claim [not with the issued amended claim] and states that, "if the 
scope of the reissue claim is the same as or broader than that of the canceled 
claim, then the patentee is clearly attempting to recapture surrendered subject 
matter and the reissue claim is, therefore, unallowable." 

Thus, any "surrender" taking place whether by argument, amendment or 
cancellation, refers to the scope of the cancelled or amended claim, prior to 
cancellation or amendment, and not to the limitations added to (or argued for) the 
claim. 

Therefore, the statement at lines 1 1 -12 of page 6 of the Action, that 
"Applicants surrendered at least these broader aspects", is clearly at odds with the 
Board's position. In fact, a proper consideration as to the "surrendered" subject 
matter would state that "Applicants surrendered at most these broader aspects" 
since it is the unamended recitation, rather than the amendatory language (or 
argued features) which are surrendered. 

It is accordingly respectfully submitted that the pending claims present a 
correctable error, and do not seek to recapture any surrendered subject matter. 
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For these reasons, applicants courteously traverse the rejection in the 
pending Official Action, and request reconsideration of the same. The Examiner is 
respectfully requested to contact applicants' undersigned attorney upon such 
reconsideration in order to expedite allowance of the pending claims. 

In the event that the Examiner is not persuaded by the foregoing, however, 
the present amendment adds features, of the invention which are identified by the 
Examiner in the pending Official Action, thus overcoming the recapture argument 
set forth in the Action. 

Additionally, claim 136 is amended to overcome the Examiner's objection 
thereto set forth at page 2 of the Action. 

The present amendment thus eliminates issues for appeal, does not raise 
new issues, and is fully responsive to the objections, rejections and arguments set 
forth in the pending Official Action. Accordingly, entry after Final Action is 
appropriate and the same is courteously requested. 

Inasmuch as the amendment thus overcomes any such objections, rejections and 
arguments, and further provides the original patent deed as well as a supplemental 
declaration, it is courteously submitted that upon entry of the amendment and its 
accompanying documents the present application is in condition for allowance and for 
reissue of the subject patent. 

Accordingly, it is respectfully submitted that the application is in condition 
for allowance and an early indication of the same is courteously solicited. In order 
to expedite resolution of any remaining issues and further to expedite passage of 
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the application to issue, the Examiner is respectfully requested to contact the 
undersigned by telephone at the below listed local telephone number if any further 
comments, questions or suggestions arise in connection with the application. 



1750 K Street, N.W. Suite 600 
Washington, D.C. 20006 
(202) 835-1111 
(202) 835-1755 (fax) 
Date: July 9, 2004 
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JsratffGopstein* 
Registration No. 27,333 
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